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Art Unit: 3713 

DETAILED ACTION 
Response to Amendment 

1 . This office action is in response to the amendment and request for continued examination 
filed on November 28, 2003 in which applicant adds new claim 19 and responds to the claim 
rejections. 

Continued Examination Under 37 CFR hi 14 

2. A request for continued examination under 37 CFR 1.114 was filed in this application after 
appeal to the Board of Patent Appeals and Interferences, but prior to a decision on the appeal. Since 
this application is eligible for continued examination under 37 CFR 1.1 14 and the fee set forth in 37 
CFR 1.17(e) has been timely paid, the appeal has been withdrawn pursuant to 37 CFR 1.114 and 
prosecution in this application has been reopened pursuant to 37 CFR 1.114. Applicant's submission 
filed on November 28, 2003 has been entered. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

4. Claims 12, 15, and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Martin 
et al. (U.S. 5,848,398) in view of Johnny Rockets Name That Tune. 

Martin et al. discloses a method and apparatus for managing a plurality of computer 
jukeboxes at different locations from a remote central station. The remote central station maintains a 
host computer having a master library of songs stored in a bulk storage unit and each "jukebox" 
maintains a subset song library of the master library of songs. Each jukebox is updated with new 
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songs and menus by simply downloading the data via a transmission link. Furthermore, in one 
embodiment, the computer jukebox is associated with an electronic game. Martin et al. additionally 
discloses: 

Regarding Claims 12 and 19: 

• a remote server (central management system (11)) and at least one terminal (jukebox 
#1.. jukebox #N (13)) operable to communicate with the server over a 
communications network, wherein the terminal (jukebox) includes an audio system 
(127, 129, and 131) for playing in connection with a game (electronic game) at least a 
portion of a musical recording (Abstract, Figures 1, 4A, 4B, 5, Column 1, line 66- 
Column 2, line 51, and Column 3, line 15-Column 4, line 40, and Column 9, lines 38- 
42); 

• the terminal is a jukebox system that includes a storage device (93) that stores a 
library of musical recordings (91) that can be played in full on the terminal for a fee 
(Figure 5), and further wherein the library of musical recordings can be updated with 
additional musical recordings through communication with the server, thereby 
defining a customized library of musical recordings on the jukebox system (Abstract, 
Figure 1, 4, 5, Column 1, line 66-Column 2, line 51, Column 3, line 15-Column 4, 
line 40, Column 4, lines 58-63, Column 5, lines 40-57, Column 6, lines 8-18, Column 
6, lines 45-52, and Column 7, lines 39-57). 

Martin et al. seems to lack explicitly disclosing: 
Regarding Claims 12 and 19: 

• a display that displays information in the form of a question and suggests multiple 
choice answers to the question, wherein the question relates to the portion of musical 
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recording that has been played, a user interface that enables a user to select an answer 
from the displayed multiple choice answers, and a scorer for recording the answer 
selected by the user and determining if the answer corresponds to a correct answer; 
and 

• further wherein the jukebox system is operable to dynamically select the musical 
recording for the game from the customized library of musical recordings and to 
dynamically generate the question for the game based on the contents of the 
customized library of musical recordings stored on the jukebox system. 

Regarding Claim 15: 

• the terminal sends information to the server regarding how the user performed during 
the game. 



Johnny Rockets Name That Tune teaches of a Name that Tune game that is played over a 
network, such as, the Internet. Johnny Rockets Name That Tune and Martin et al. are analogous art 
because each are computerized game systems that are associated with music played on jukeboxes. 
Johnny Rockets Name That Tune, however, seems to lack explicitly disclosing playing a song for a 



Johnny Rockets Name That Tune teaches: 
Regarding Claims 12 and 19: 

• a display that displays information in the form of a question and suggests multiple 
choice answers to the question (questions 1-5), wherein the question relates to the 
portion of musical recording that has been played, a user interface (Web page and 
player personal computer mouse and keyboard) that enables a user to select an 
answer from the displayed multiple choice answers, and a scorer for recording the 



fee. 



Application/Control Number: 09/688,698 Page 5 

Art Unit: 3713 

answer selected by the user and determining if the answer corresponds to a correct 
answer (How Did I Do?); and 

• further wherein the jukebox system is operable to dynamically select the musical 
recording for the game from the customized library of musical recordings and to 
dynamically generate the question for the game based on the contents of the 
customized library of musical recordings stored on the jukebox system. 

Regarding Claims 15 and 19: 

• the terminal sends information to the server regarding how the user performed during 
the game (How Did I Do?). 

It would have been obvious to one having ordinary skill in the art, at the time of the 
applicant's invention, to incorporate Johnny Rockets Name That Tune game in Martin et al. One 
would be motivated to combine Martin et al. with Johnny Rockets Name That Tune because the 
Johnny Rockets Name That Tune game is entertaining and would provide an additional source of 
profit for Martin's computer jukebox system when in the game mode. 

5. Claims 16-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Johnny Rockets 
Name That Tune in view of Tom & Liz's Name That Tune. 

Johnny Rockets Name That Tune teaches that as discussed above regarding Claims 12, 15, 
and 19. Johnny Rockets Name That Tune seems to lack explicitly disclosing a ranking system to rank 
player' performance. 

Tom & Liz's Name That Tune, like Johnny Rockets Name That Tune is a computer/network- 
based name that tune game. Tom & Liz's Name That Tune shows: 
Regarding Claim 16: 
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• the server collects game performance information for a plurality of different users and 
ranks the users according to their performance (pp. 4 and 5 of 10). 

Regarding Claim 17: 

• the server is operable to send user-ranking information to the terminal, and the terminal is 
operable to display ranking information. 

Regarding Claim 18: 

• the system includes a plurality of said terminals (each player's personal computer having 
an Internet connection) at different locations (players live in a plurality of states), each of 
the terminals being operable to communicate with the server, and further wherein the 
server is operable to collect performance information on users who play the game at any 
of the terminals to send user ranking information to each of the terminals. 

It would have been obvious to one having ordinary skill in the art, at the time of the 
applicant's invention, to incorporate the player performance ranking system of Tom & Liz's Name 
That Tune game in Johnny Rocket's Name That Tune game. Providing a display of player rankings 
for games or game tournaments is notoriously well known to one of ordinary skill in the gaming art. 
Doing so motivates a game player to perform well and enables players to size up the competition. 

Response to Arguments 

6. Applicant's arguments filed November 28, 2003 have been fully considered but they are not 
persuasive. 

7. Applicants do not agree with the rejection to claims 12 and 15 under 35 U.S.C. 103(a) as 
being unpatentable over Martin et al. (U.S. 5,848,398) in view of Johnny Rockets Name That Tune. 
Applicant alleges there is no suggestion to combine Martin and Johnny Rockets Name That Tune. 
Furthermore, applicant alleges, "Contrary to the unfounded allegation set forth in the Office Action, 
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there is no teaching or suggestion in Martin of the computer jukebox being operable as a game." 
However, the examiner respectfully disagrees. Martin clearly discloses that the system can be used 
as an electronic game as cited in Column, 2, lines 49-51 and Column 9, lines 38-42. Furthermore, it 
would have been obvious to one having ordinary skill in the art, at the time of the applicant's 
invention, to incorporate Johnny Rockets Name That Tune game, in lieu of another game, in Martin 
et al. One would be motivated to combine Martin et al. with Johnny Rockets Name That Tune 
because the Johnny Rockets Name That Tune game is entertaining and would provide an additional 
source of profit for Martin's computer jukebox system when in the game mode. 
8. Applicant's disagree with the rejection to claims 16-18 under 35 U.S.C. 103(a) as being 
unpatentable over Johnny Rockets Name That Tune in view of Tom & Liz's Name That Tune. 
Applicant's allege Tom & Liz fail to overcome the deficiencies of Johnny Rockets Name That Tune 
as noted above and as discussed in the prior response. The examiner respectfully disagrees. Please 
see the response in item No. 7 above. Furthermore, regarding claims 16-18, applicants' acquiesced 
to the rejection applied to the claims under 35 U.S.C. 103(a) as being unpatentable over Johnny 
Rockets Name That Tune in view of Tom & Liz's Name That Tune by virtue of not addressing the 
rejection in Paper No. 13, dated September 13, 2002 as previously noted in Paper No. 14, mailed 
November 29, 2002. Therefore, the rejection to claims 16-18 under 35 U.S.C. 103(a) as being 
unpatentable over Johnny Rockets Name That Tune in view of Tom & Liz's Name That Tune 
renders the claimed invention obvious. 



Conclusion 



9. 



The prior art made of record and not relied upon is considered pertinent to applicant's 



disclosure. 



• Mastronardi '951 and Nathan et al. c 204 disclose network based Jukebox systems. 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Scott E. Jones whose telephone number is (703) 308-7133. The examiner can 
normally be reached on Monday - Thursday, 6:30 A.M. - 5:00 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Teresa Walberg can be reached on (703) 308-1327. The fax phone number for the organization 
where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications may 
be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Scott E. Jones 
Examiner 
Art Unit 3713 
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